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Any reply received by the Office later than three months after the mailing date of this communication, even if timely Hied, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 12/18/2001 have been fully considered but they are not persuasive. 

2. The objection to the specification is maintained. Additional evidence that the specification needs 
a substitute translation was located on page 5. 

Since the server can keep track of the mode in which the user utilizes the first information pieces 
in the terminal, to utilize each first information piece in the server, the mode in which the user utilizes the 
first information pieces in the terminal can also be reflected. 

To accomplish the object, according to a second aspect of the invention, there is provided the 
server according to the first aspect of the invention, further. comprising a batch information storage section 
for storing batch information collectively indicating the whole information stored in the storage section, . . . 

3. This excerpt is clearly not in idiomatic English. 

4. The objection to claim 1 5 is withdrawn. 

5. the rejection of claims 1-18 under 35 U.S.C. 112, second paragraph is maintained. The claims 
are a literal translation from the original Japanese. 

6. Contrary to Applicant's statement on page 12, lines 3-5 of the remarks, no amendments have 
been made to claims 6 and 12. 

7. Applicant stated that one-to-one correspondence was clearly described on page 20, line 23 to 
page 21, line 9 of the specification. The specification mentioned one-to-one correspondence, but failed to 
define or give light to an interpretation of one-to-one correspondence. 

8. Figure 2a failed to disclose what are content information pieces and attribute information pieces. 

9. Applicant's brief remarks on page 12 failed to clear up the incongruities dealing with claims 1,13, 
and 15 and outputting information and returning information. 

10. The individual rejections to claims 3-5 and 9-11 are withdrawn by amendment. 

1 1 . The rejection under 35 U.S.C. 1 01 is withdrawn by amendment. 

12. Applicant argued Herz failed to disclose a plurality of second information pieces which are in one- 
to-one correspondence with a plurality of first information pieces. Applicant failed to disclose the meaning 
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of one-to-one correspondence in the specification. Regardless, a plurality of second information pieces 
which are in one-to-one correspondence with a plurality of first information pieces was disclosed in 
column 5, lines 1-5 of Herz. 

1 3. Applicant argued Herz failed to disclose outputting the first information pieces and corresponding 
second information pieces to a terminal, and where a storage control section in the server stores second 
information pieces which have been returned from the terminal. See column 6, lines 36-66. 

14. Applicant argued Herz failed to disclose storing returned second information pieces in place of 
the second information pieces before outputting in the corresponding information storage section. The 
storage of material before transmission is inherent, and is called buffering. Information must inherently be 
stored in a buffer or register before being output or transmitted over a network. 

1 5. Applicant made no further material arguments concerning the Herz reference. 

16. Applicant traversed the double patenting rejection with US Patent No. 6,831,798. Each of the 
patent claims refer to a plurality of informations including a first partial information and a second partial 
information following, said first partial information. This is a one-to-one correspondence as claimed by 
Applicant. The further arguments concerning the storage of information are moot. The storage of 
information before transmission is inherent to a networking device due to the presence of registers and 
buffers. The rejection is maintained. 

17. The double patenting rejection with abandoned application 10/015,566 is withdrawn. 



Claim Rejections - 35 USC § 112 

18. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

19. Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 
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20. The claims are generally narrative and indefinite, failing to conform with current U.S. practice. 
They appear to be a literal translation into English from a foreign document and are replete with 
grammatical and idiomatic errors. 

21 . The term "degree of utilizing the pieces of music in the terminal" in claims 6 and 12 is a relative 
term which renders the claims indefinite. The term "degree of utilizing the pieces of music in the terminal" 
is not defined by the claim, the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of the scope of the invention. 
Applicant has not defined what the term "degree of utilizing the pieces of music in the terminal" means in 
the specification. If Applicant has done so, Applicant is invited to point out to the Examiner where in the 
specification this information can be found as the Examiner has not located said information within the 
specification. 

22. In regard to claims 1 , 7, 1 3, 1 5, and 1 7, the Examiner is unclear of what Applicant means by 
"one-to-one correspondence". The Examiner has been unable to locate a clear, concise definition of 
"one-to-one correspondence" within the specification. 

23. In regard to claims 1 , 7, 13, 15, and 1 7, the Examiner is unclear of what is meant by content 
information pieces and by attribute information pieces. Pages 21-22 of the specification give some 
assistance in stating types of information that can be stored, but the Examiner is unclear how the 
suggested information possibilities are divided into content information pieces and attribute information 
pieces. Based upon pages 21-22 of the specification, the Examiner is unable to determine the metes and 
bounds of content information pieces and attribute information pieces. 

24. In regard to claims 1,13, and 15, the Examiner is unclear on the differences between outputting 
information and returning information. The claim seems to have intermingled and confused the usage of 
the two terms so that the Examiner is unclear what Applicant is attempting to separately define between 
outputting of information and returning of information. 

Claim Rejections - 35 USC § 102 
1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
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v. 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Herz et al. (U.S. Patent 
No. 5,758,257). 

3. In regard to claim 1 , Herz discloses a storage section for storing a plurality of first information 
pieces; a corresponding information storage section for storing a plurality of second information pieces in 
one-to-one correspondence with the plurality of the first information pieces, the second information pieces 
including content information pieces indicating contents of the first information pieces or attribute 
information pieces indicating attributes of the first information pieces; an output section for outputting the 
first information pieces to be outputted to a terminal together with the second information pieces 
corresponding to the first information pieces to be outputted; and a storage control section, wherein when 
the outputted second information piece is returned from the terminal, the storage control section stores 
the returned second information pieces in place of the second information pieces before outputting in the 
corresponding information storage section. Herz discloses a distribution system for video programming 
that stores available video programming and matches it to a content profile and a user profile. The 
content profiles describe the contents of video programs. An "agreement matrix" is kept that regularly 
updates the correlation of preferences based upon how many customers view the video, user 
preferences, and other factors. See Herz, column 9, line 60 - column 10, line 53. See Herz, column 4, 
lines 32-43 and lines 51-58 and column 3, lines 60-67 and column 6, lines 35-66. 

4. In regard to claim 2, Herz is applied as in claim 1 . Herz further discloses the second information 
pieces include the content information pieces and the attribute information pieces. Herz uses content 
profiles to describe available programming. See Herz, column 9, line 60 - column 10, line 16. 

5. In regard to claim 3, Herz is applied as in claim 2. Herz further discloses a batch information 
storage section for storing batch information which indicates the contents and attributes of all information 
pieces stored in the storage section, wherein the output section outputs the batch information together 
with the first information pieces and the second information pieces to the terminal; and when the output 
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batch information is returned from the terminal, the storage control section stores the returned batch 
information in the batch information storage section in place of the batch information before outputting. 
Herz sends an electronic programming guide to the user as well as the programming. The program guide 
is updated based on what the viewer watches. Column 22, line 56 - column 23, line 10. 

6. In regard to claim 4, Herz is applied as in claim 3. Herz further discloses the batch information 
includes batch content information which collectively indicates the contents of all first information pieces 
stored in the storage section or batch attribute information which collectively indicates the attributes of all 
first information pieces. Herz discloses a programming guide describing what will be shown on a virtual 
channel. See Herz, column 23, lines 1-10. 

7. In regard to claim 5, Herz is applied as in claim 3. Herz further discloses the batch information 
includes at least batch content information which collectively indicates the contents of all first information 
pieces stored in the storage section and batch attribute information which collectively indicates the 
attributes of all first information pieces. Herz discloses a programming guide describing what will be 
shown on a virtual channel. See Herz, column 23, lines 1-10. 

8. In regard to claim 6, Herz is applied as in claim 1 . Herz further discloses the first information 
pieces are a plurality of music; the content information pieces are titles of the pieces of music, and the 
attribute information pieces are utilization information pieces indicating degree of utilizing the pieces of 
music in the terminal. Herz states that his invention may be utilized for music selection in column 4, lines 
34-37. The content and user profiles in column 9, line 60 - column 10, line 53 in a music selection 
embodiment would be titles of the pieces of music and degree of utilizing the pieces of music in the 
terminal* 

9. Claim 7 has substantially the same limitations as claim 1 , and the rejection of claim 1 is equally 
applicable against claim 7. 

10. Claim 8 has substantially the same limitations as claim 2, and the rejection of claim 2 is equally 
applicable against claim 8. 

1 1 . Claim 9 has substantially the same limitations as claim 3, and the rejection of claim 3 is equally 
applicable against claim 9. 
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12. Claim 10 has substantially the same limitations as claim 4, and the rejection of claim 4 is equally 
applicable against claim 10. 

13. Claim 1 1 has substantially the same limitations as claim 5, and the rejection of claim 5 is equally 
applicable against claim 1 1 . 

1 4. Claim 1 2 has substantially the same limitations as claim 6, and the rejection of claim 6 is equally 
applicable against claim 12. 

15. Claim 13 has substantially the same limitations as claims 1 and 3, and the rejections of claims 1 
and 3 are applied against claim 13. 

16. In regard to claim 14, Herz is applied as in claim 13. The additional limitations of claim 14 are 
substantially the same as the limitations of claim 2, and the rejection of claim 2 is applied against claim 
14. 

17. Claim 1 5 has substantially the same limitations as claim 1 , and the rejection of claim 1 is equally 
applicable against claim 1 5. 

18. Claim 16 has substantially the same limitations as claim 2, and the rejection of claim 2 is equally 
applicable against claim 16. 

1 9. Claim 1 7 has substantially the same limitations as claim 1 , and the rejection of claim 1 is equally 
applicable against claim 17. 

20. Claim 18 has substantially the same limitations as claim 2, and the rejection of claim 2 is equally 
applicable against claim 18. 



Double Patenting 

21 . The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be used to overcome 
an actual or provisional rejection based on a nonstatutory double patenting ground provided the 
conflicting application or patent is shown to be commonly owned with this application. See 37 
CFR 1.130(b). 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. 
A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

22. Claim 1 is rejected under the judicially created doctrine of double patenting over claim 1 of U. S. 
Patent No. 6,831 ,798 since the claims, if allowed, would improperly extend the "right to exclude" already 
granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the patent and is covered 
by the patent since the patent and the application are claiming common subject matter, as follows: both 
the instant application and the patent refer to storing a plurality of information including a first partial 
information and a second partial information and reproducing said partial informations. 

Furthermore, there is no apparent reason why applicant was prevented from presenting claims 
corresponding to those of the instant application during prosecution of the application which matured into 
a patent. See In re Schneller, 397 F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP § 804. 

Conclusion 

23. The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 

24. Ozsu, M. Tamer et al. "An Object-Oriented SGML/HYTIME Compliant Multimedia Database 
Management System." Proceedings of the Fifth ACM International Conference on Multimedia . ACM 
Press. Seattle, Washington. 1997. 239-249. 

25. Zaiane, Osmar R. et al. "Mining Multimedia Data." Proceedings of the 1998 Conference of the 
Centre for Advanced Studies on Collaborative Research . IBM Press. 1998. Toronto, Ontario, Canada. 
1-18. 

26. Dalkilic, Mehmet M. et al. "Information Dependencies". Proceedings of the nineteenth ACM 
SIGMOD-SIGACT-SIGART Symposium on Principles of Database Systems . Dallas, TX. 2000. 245-253. 
ACM Press. 

27. Kataoka U.S. Patent No. 6,959,221 

28. Suganuma U.S. Patent No. 6,704,748 

29. Gotohetal. U.S. Patent No. 6,574,420 
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30. 



Shima 



U.S. Patent No. 6,084,589 



31. 



Takeuchi et al. 



U.S. Patent No. 5,959,630 



32. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set forth 
in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 



shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Jeffrey R. Swearingen whose telephone number is (571) 272-3921 . The examiner can 
normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jason Cardone can be reached on 571-272-3933. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-21 7-91 97 (toll-free). ^ 



of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 




JasonCardone 
Supervisory Patent Examiner 
Art Unit 2145 



